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THE LANHAM ACT 


PART I 


THE LANHAM ACT—THE U. S. TRADE-MARK ACT OF JULY 5, 1946 
(Public Law 489, 79th Congress, Chapter 540) 


The primary purpose of this memorandum is to set forth answers to questions 
which are most likely to be asked concerning some of the salient features of the 
Lanham Act and which are of general interest to trade-mark owners. 

The secondary purpose is to point out certain steps which may be taken by 
trade-mark owners who wish to avail themselves of the benefits of the new Trade- 
Mark Act. 

The new Act establishes two distinct registers: (a) the Principal Register, and 
(b) the Supplemental Register. Registration on the Principal Register corresponds 
for the most part to registration under the Act of 1905. Registration on the Sup- 
plemental Register corresponds in general to registration under the Act of 1920. 

The new Trade-Mark Act, which by its terms does not become effective until 
July 5, 1947, contains a good many provisions which will have to be construed and 
clarified by the courts before their real meaning is established. Each trade-mark 
owner will, of course, have to determine for himself, with the assistance of his trade- 
mark counsel, the effect which the Act will have upon his particular trade-marks 
and trade-mark problems. 


Some Effects of Registration Under the Lanham Act 
Concurrent Registration 


1. The Act permits concurrent registrations of the same mark to more than one 
person when prior to any of the filing dates of the applications involved, the mark 
has been honestly used by them, independently of each other, either on different 
goods or in different sections of the country. These registrations will be limited 
as to the place or manner of use of the mark by each person, or as to the goods for 
which the mark is registered to each. Subject to the limitations imposed as to ter- 
ritory, goods or manner of use, these registrations are entitled to all benefits of the 


Act (Secs. 2(d) and 18). 


Use by Related Companies 


2. Trade-mark owners who control the nature and quality of the goods or serv- 
ices of other users of the mark (“related companies”) shall have the benefit of such 
other use and shall be entitled to register the mark on the strength of such use, pro- 
vided the mark is not used in such manner as to deceive the public (Secs. 5 and 45). 


Service, Collective and Certification Marks Registrable 


3. In addition to registration of trade-marks used on goods, the Act permits 
registration of “service marks,” which are marks used in connection with the sale 
or advertising of services (Secs. 3 and 45), and also permits registration of “‘collec- 
tive marks” and “certification marks” (Secs. 4 and 45). 
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The definitions of “certification mark” and “collective mark” in the Act are as 
follows: 


The term “certification mark” means a mark used upon or in connection with the 
products or services of one or more persons other than the owner of the mark to certify 
regional or other origin, material, mode of manufacture, quality, accuracy or other char- 
acteristics of such goods or services or that the work or labor on the goods or services was 
performed by members of a union or other organization. 

The term “collective mark” means a trade-mark or service mark used by the members 
of a cooperative, an association or other collective group or organization and includes 


marks used to indicate membership in a union, an association or other organization (Sec. 
45). 


Under the Act only those persons who exercise legitimate control over the use 
of the marks may register “collective marks” and “certification marks.” A certifica- 
tion mark may be cancelled at any time (a) if the registrant produces or markets 
any goods or services to which the mark is applied ; (b) if he does not control or is 
not able legitimately to control the use of the mark; (c) if he permits the mark to 
be used for any purpose other than as a certification mark ; or (d) if he discriminates 
in refusing to permit the mark to be used by any person who maintains the standards 
or conditions which the mark certifies. 


Certificates May Be Amended 


4. The Act provides that existing certificates and certificates granted under the 
new Act may be amended (Sec. 7(d)), for example, by changing the drawing of 
the mark to agree with changes of display of the mark in use, so long as the mark 
is not altered materially. The Act provides further for the granting of certificates 
of correction where a mistake in the certificate occured through the fault of the 
registrant rather than the Patent Office (Sec. 7(g)) for the issuance of a new 
certificate in the name of an assignee of the original registrant (Sec. 7(c)); for 
the issuance of a single certificate for goods or services ordinarily included in sev- 
eral classes (Sec. 30), thus simplifying the obtaining of foreign registrations based 
thereon ; and for a simplified registration notice as an alternate form, viz., (®) (Sec. 


29). 
Assignment 


5. The Act provides for assignment of trade-marks with the good will of the 
business or that part of the good will of the business connected with the use of and 
symbolized by the mark (Sec. 10). It should be noted that any assigned registra- 
tion may be cancelled at any time if the registered mark is used by the assignee, or 
with his permission, in such a manner as to misrepresent the source of the goods 
or service. 


Laches, Estoppel and Acquiescence 


6. The equitable principles of laches, estoppel, and acquiescence are made ap- 
plicable in inter partes proceedings in the Patent Office (Sec. 19). 
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Affidavit of Use After Five Years 


7. In order to keep a registration in force the registrant must file in the sixth 
year of the registration an affidavit showing that the mark is still in use or that “its 
non-use is due to special circumstances which excuse such non-use and is not due to 
any intention to abandon the mark” (Sec. 8). A similar provision is applicable to 
registrations under the 1881 and 1905 Acts but only after the benefits of the new 
Act have been claimed for them and they have been published under the new Act 
(Sec. 8(b)). It is the aim of this provision to eliminate registrations of marks 
under this Act which have ceased to be used, so that prospective applicants will find 
it easier to adopt and register a new trade-mark (Sec. 8(a)). 


Court May Correct Patent Office Register 


8. In court actions involving registered trade-marks (for example, in actions 
for trade-mark infringement), the court may determine the right to registration, 
order the cancellation of registrations, in whole or in part, restore cancelled regis- 
trations, and otherwise rectify the register. This should reduce materially the 
existing conflicts between the right to register and the right to use as determined by 
the Patent Office and the courts (Sec. 37). 


False Designations of Origin and False Descriptions Forbidden 


9. Section 43 (a) creates an entirely new type of cause of action. It provides 
that any person who uses a false designation or origin or false description or repre- 
sentation on or in connection with any goods or services, and causes such goods or 
services to enter into commerce, and any person who, with knowledge of such 
falsity, causes the goods or services to be transported or used in commerce, shall be 
liable to a civil action by any person who believes that he is likely to be damaged 
by the use of the false description or representation. This section means that a 
manufacturer or trader may be sued in a civil action in court by any competitor who 
claims that there is anything misleading on the containers or in the advertising used 
in connection with the product or services. 


Prior Rights Preserved 


10. It is important for all trade-mark owners to remember the provisions of 
Section 49 of the Lanham Act which reads as follows: 


Nothing herein shall adversely affect the rights or the enforcement of rights in marks 
acquired in good faith prior to the effective date of this Act. 


It is the intent of the statute to preserve intact every right available under the pre- 
viously existing laws in and to any mark which was acquired in good faith prior to 
the effective date of the Act, July 5, 1947. 


Printing of Counterfeit Labels Actionable 


11. The printing of labels, signs, wrappers, receptacles, advertisements, etc., 
bearing imitations or counterfeits of a registered mark, and intended to be used in 
connection with the sale of goods or services to the confusion or deceit of purchasers, 
is made an actionable effense, but no profits or damages may be recovered from 
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an innocent offender, nor may a particular issue of a periodical containing infring- 
ing matter be enjoined if to do so would delay the customary delivery of such issue 


(Sec. 32). 


Some Additional Effects of Registration on the Principal Register 


1. Registration on the Principal Register is prima facie evidence of registrant’s 
exclusive right to use the registered mark in commerce on the goods or services 
specified in the certificate of registration, subject to any conditions or limitations 
stated therein, but shall not preclude an opposing party from proving any legal or 
equitable defense or defect which might have been asserted if such mark had not 
been registered (Sec. 33(a) ). 


2. Registrations under the new Act may, under certain circumstances and with 
certain exceptions, become “incontestable” upon the filing of an affidavit by the 
registrant at the end of any five-year period subsequent to registration setting forth 
that the mark has been in continuous use for such period. The certificate of regis- 
tration thereby becomes conclusive evidence of the registrant’s exclusive right to 
use the mark in commerce on those goods or services specified in both the registra- 
tion and the affidavit of use, and conclusive evidence of his right to prevent others 
from using the mark. No “incontestable” right shall be acquired in a mark which 
is the common descriptive name of any article or substance, patented or otherwise. 
“Tncontestability” may be attacked on the ground that the mark “has been or is being 
used to violate the anti-trust laws of the United States” and on other grounds such 
as fraud and abandonment (Secs. 15 and 33(b) ). 


3. Anaction for the cancellation of a registration under the Act must be brought 
within five years after the date of registration, except in certain cases where such an 
action may be brought at any time. These exceptions include cases where the 
petitioner for cancellation claims that the registration was obtained fraudulently, or 
that the mark has been abandoned, or that it has become the common descriptive 
name of an article on which the patent has expired, or that it has been assigned and 
the assignee is so using the mark as to misrepresent the source of the goods or serv- 
ices. A new statutory provision has been added under which the Federal Trade 
Commission is empowered to apply for the cancellation of a mark at any time on 
the grounds specified above and on certain other grounds specified in the section 


(Sec. 14). 


4. The Act permits registration of descriptive words, geographical names and 
surnames which have become distinctive of the applicant’s goods or services through 
use, even though they may not have been good marks originally, and provides that 
an affidavit of five years’ substantially exclusive use may be accepted prima facie 
evidence of distinctiveness (Sec. 2(f)). 


5. The Act provides that registration of a mark under the Act of 1881, the Act 
of 1905 and on the Principal Register shall be constructive notice of the registrant’s 
claim of ownership of the mark (Sec. 22). This means that after July 5, 1947, as 
regards marks thereafter adopted, everybody is charged with notice of a mark so 
registered and eliminates the claim of adoption in good faith without knowledge by 
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another after the effective date of the Act with regard to registrations under the 
Acts of 1881 or 1905 or after registration under the new Act. The courts may well 
hold that this provision gives nationwide coverage to such registrations. 


6. Matter which has been disclaimed in any registration may be subsequently 


claimed if it has become distinctive of the goods or services of the registrant (Secs. 
6 and 2(f)). 


Some Additional Effects of Registration on the Supplemental Register 


1. The Act provides for the registration of certain trade symbols which were 
not registrable under the prior Acts (except possibly under the “ten-year proviso” 
of the Act of 1905), such as packages and configurations of goods (Sec. 23). 


2. Ordinarily registration on the Supplemental Register may be granted after 
one year’s use, but if a domestic registration is needed to obtain foreign registra- 


tion, the full year’s use may be waived if use in foreign commerce has been com- 
menced (Sec. 23). 


3. Marks registered on the Supplemental Register which have become distinc- 
tive of the goods or services of the registrant may subsequently be registered on the 
Principal Register (Secs. 27 and 2(f)). 


4. Marks on the Supplemental Register (Sec. 26) : 


(a) are not prima facie evidence of the registrant’s ownership ; 


(b) are not constructive notice of the registrant’s claim of ownership ; 
(c) may not become incontestable ; 


(d) may be canceled at any time at the instance of any person who believes 
he is or will be damaged ; 


(e) may not be involved in interference ; 


(f) may not like registrations on the Principal Register be filed in the 
Treasury Department or be used to stop importations (Sec. 28). 


Applications for registration on the Supplemental Register may not be opposed or 
involved in interference (Sec. 26), but registrations on the Supplemental Register 
are subject to cancellation (Sec. 24). 


Steps Which May Be Taken by Owners of Marks 


1. Owners of marks which have not been registered may register their marks 
on the Principal Register, if eligible, or on the Supplemental Register, by filing an 
application and verification as required in Section 1. Marks so registered are en- 
titled to the benefits of the Act, subject to such conditions and limitations as may be 
imposed in the grant of the registration (Secs. 1, 2(d) and (b)). 


2. Within the sixth year after registration under the new Act, whether on the 
Principal Register or the Supplemental Register, an affidavit of use or excusable 
non-use must be filed in the Patent Office. Failure to file this affidavit will result in 
cancellation of the registration by the Commissioner at the end of the sixth year 


(Sec. 8(a) ). 
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3. A registrant on the Principal Register of the new Act may acquire “incon- 
testable” rights to his mark at any time after the registration is five years old by 
filing in the Patent Office within one year following any consecutive five-year 
period of continuous use an affidavit setting forth certain specified data and in- 
formation (Sec. 15). 

4, Existing registrations granted under the Act of 1881 or the Act of 1905 
shall continue in full force and effect for their unexpired term (Sec. 46(b)). Such 
registrations may be renewed under Section 9 of the new Act, but such registra- 
tions and their renewals may be cancelled at any time upon a showing of legal 
damage as recognized under these prior acts, and they shall not be entitled to “in- 
contestability” unless this provision of the new Act is claimed for them (Sec. 
46(b)). 

5. Registrants under the Acts of 1881 and 1905 may claim all benefits of the 
new Act for their marks by filing at any time after July 5, 1947, an affidavit setting 
forth specified data and information. Marks for which these benefits are so claimed 
will be republished in the Official Gazette, but shall not be subject to opposition. 
Such republished marks are, however, subject to cancellation proceedings for at 
least five years, and anyone desiring to contest a republished mark, should institute 
cancellation proceedings within five years of republication, in order to prevent the 
mark from becoming “incontestable” in accordance with paragraph (7) below 
(Sec. 12(c) ). 

6. Within the sixth year following publication in accordance with the preced- 
ing paragraph an affidavit of use or excusable non-use must be filed in the Patent 
Office. Failure to file this affidavit will result in cancellation of the registration at 
the end of the sixth year (Sec. 8(b)). 

7. Registrants of marks under the Act of 1881 or the Act of 1905 may acquire 
“incontestable” rights in their marks at any time after the expiration of five years 
following republication in accordance with paragraph (5) above, by filing in the 
Patent Office within one year after any consecutive five-year period of continuous 
use an affidavit setting forth specified data and information (Sec. 15). 

8. Registrations under the Act of 1920 will expire six months after July 5, 1947, 
or twenty years from the date of their registration, whichever date is later. Such 
registrations may not be renewed unless renewal is required to support foreign 
registrations, in which event renewal on the Supplemental Register may be effected 
under Section 9 (Sec. 46(b) ). 

9. Marks registered under the Act of 1920 which are not renewed on the 
Supplemental Register may be made the subject of a new application to register 
on the Principal Register, or on the Supplemental Register (Sec. 46(b) ). 

10. Registrants should make sure that they do not permit non-use of a mark 
for a period of more than two years, unless there are some special circumstances 
which excuse such non-use, as non-use for two consecutive years is prima facie 
abandonment (Sec. 45). Attention is called to the fact that the new Act provides 
that a mark shall also be deemed to be “abandoned” when it loses its significance 


as an indication of origin through any course of conduct of the registrant, including 
acts of omission as well as of commission. 
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11. In view of the numerous restrictions and limitations imposed by Sections 
14, 15 and 33(b) of the Act upon registrations which have been made “‘incontest- 
able,” it is recommended that trade-mark owners give these sections careful study 
so that they may appreciate the actual scope of registrations which are referred to in 
the Act as “incontestable.” 


(Prepared by the Lawyers’ Advisory Committee of the United States Trade-Mark Asso- 
ciation. ) 


GOOD NEWS FOR BRAND ADVERTISERS 
By Casper W. Ooms* 


United States Commissioner of Patents 


In less than one year after it was announced that the United States had per- 
fected and used an atomic bomb, the United States Patent Office received approxi- 
mately fifty applications for registration of the word “Atomic” as a trade-mark 
for such diverse products as toys and games, fresh vegetables, insecticides, non- 
alcoholic beverages, mattresses, cigarette lighter fluid, washing machines, shoes, 
electrical home appliances, jewelry, pop corn in its natural state, radio receiving 
sets, deep freezers, air conditioning units, tractors, paper tape, fabrics, lingerie, 
clocks and watches, writing paper, gasoline and lubricating oils and golf balls. This 
was doubtless the result of a chain reaction that was known in merchandising long 
before it became a familiar term in physics. 

While the fact is quite irrelevant to the function of the Patent Office in passing 
upon these applications for registration of these many marks, it is curious to note 
that I had never seen a single product with this mark “Atomic” upon it. This is no 
disparagement of these many products or their makers. All of the famous names 
which are represented here today had at some time an initial sale, and many of them 
a long period of slow growth. 

The problem that is presented by the fact that these numerous applications have 
come in for the registration of the word “Atomic” is the problem of so applying the 
law of trade-marks that the rights of each of these applicants will be fully pro- 
tected, that no injustice will be done any of them, that no discouraging hand will be 
laid upon any enterprise which has adopted this mark, and finally that the public, 
for whom these marks are wrought, shall be able to use them as identifying marks 
and will not be thrown into confusion by the great number and variety of applica- 
tions of a single word. 

The famous old trade-marks that are represented here today present a startling 
contrast with the problem posed by the applicants for registration of the mark 
“Atomic.” Most of your marks were born under less notorious conditions than the 
unfortunate affairs which brought forth the public recognition of the word “Atomic.” 
Some of you have suffered a few imitators and a little confusion, but I am unaware 


* Paper delivered before the annual meeting of the Association of National Advertisers at 
Atlantic City, New Jersey, September 30, 1946. 
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that any of the famous names of your products ever appeared in the market place 
upon such divergent products as soft drinks and insecticides. 

Yet, any trade-mark law that works in this country must be sufficiently versatile 
to meet the impact of a horde of applicants who simultaneously submit to the same 
suggestion and grasp for the same term as a trade-mark, and also meet the needs of 
more conservative enterprisers who contrive their own distinctive marks and in- 
dustriously bring them into public recognition. I think we have such a trade-mark 
law today. The enactment of the Lanham Act in July of this year has provided a 
statute under which the trade-mark laws of this country will probably be admin- 
istered for a half century to come. 

There are a large number of interesting things about the Lanham Act that I 
would like to mention today. It is an unusual piece of legislation in many respects. 
Its longevity as pending legislation alone entitles it to distinction. So venerable a 
bill must have had an innate vigor that even its best friends did not suspect. 

What particularly distinguishes the Lanham Act as legislation is the fact that it 
was legislation inspired and drafted by the business community most vitally inter- 
ested in trade-marks. The demand for the Lanham Act came from you. The work 
in preparing the legislation and in compromising the varied requirements which any 
proposed legislation entails was done by you and your representatives. The ad- 
vocacy of the bill both in Congress and in business was done by you. 

In that work you had a demonstration of a very vital principle. It is the simple 
principle of democracy—the principle by which a people provides the government 
it wants and needs. In the enactment of the Lanham Act you have demonstrated 
that the business community, as well as the social community, can frame a law that 
will meet the problems that only the business community is confronted with and is 
articulate about. 

The democratic principle which has been probably unsuspectedly demonstrated 
in the Lanham Act extends a little farther. That principle not only entrusts the 
democratic community with the power to establish its own government, but it im- 
poses upon that community the duty of continuing to see that that government works 
and carries out the purposes for which it is established. In procuring the enact- 
ment of the Lanham Act you have imposed upon yourselves the continuing duty to 
see that the devices set up under it to make it work carry out the full intent and 
spirit of the law. You then, of course, have the further duty of working under that 
law in such a way that its ultimate objectives are realized. 

How are we going to do all this? As you all know, the Lanham Act is an ex- 
tremely complex statute. Our lives are complex. The problems of business are 
complex. A statute that touches practically every business enterprise in the country 
and every purchaser of a commodity in the country must necessarily be complex. 

Most of you have doubtless received several of the articles and releases that have 
appeared in explanation of the Lanham Act. A great deal of the material that has 
come to the attention of the Patent Office is very well prepared and extremely en- 
lightening. Necessarily, there have been a few errors of interpretation (unfortu- 
nately, I fear there will always be some errors of interpretation). 

We in the Patent Office are entrusted under the statute with the duty of making 
the rules and regulations for the conduct of proceedings in the Patent Office under 
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the Act. We are going to be guided by the same democratic principle which was 
expressed in the creation of this legislation in discharging our duty to furnish the 
rules and regulations. We are going to you, the business community, and the law- 
yers who have been most interested in this subject, to ask their help in framing the 
rules and regulations and in devising the forms that will be required for operation 
under this statute. We are not going to study this Act to see what best appeals to 
us as the simplest manner of discharging our duty under it. We are going to you 
to find out how the practical problems which arise under the Act can be resolved 
with the fewest technicalities, the least expenditure of labor, the greatest clarity, 
and the most nearly perfect expression of the principle of the legislation. If we 
fail in this and there should be any disappointment in performance under the statute, 
we shall share the responsibility with you. We expect no failure. We know that 
you as merchandisers have always gone to your customers to sense their needs and 
to be guided by those needs in your merchandising. We differ little from you there. 
You have goods to sell—we have only public service to dispense. We should make 
and dispense only that kind of public service that you need and we are going to ask 
you to tell us what under this Act you do need. 

Tomorrow! I expect to meet with a number of the lawyers who have been most 
active in procuring the enactment of this legislation to devise a program by which 
we can realize this objective. 

Although the statute does not become effective until July 5, 1947, two months of 
the year allotted to us to prepare for it have already gone by. While we have not 
been idle, we have done little more than begin to appraise some of the many prob- 
lems that will arise under the statute. Some of those problems I wish to discuss 
with you now. I shall not be technical, not out of any deference to my audience but 
merely because I must acknowledge that we have not gone sufficiently far in our 
study of this Act to give you technical advice on many of its phases. 

As you all know, one of the principal problems to which the Lanham Act is di- 
rected is the problem of protecting concurrent users of the same mark. Concurrent 
use of the same trade-mark upon the same goods or goods which might be confused 
with those of another user of the mark has always presented difficult problems. 
Under the Lanham Act where this concurrent use has occurred provision has been 
made that both users may register the mark and delineate the manner or place of 
use to which the respective users will be entitled. Instead of leaving this determina- 
tion to a protracted law suit the statute has entrusted it to the Patent Office and has 
provided for hearings at which the respective claimants can present the facts upon 
which they rely as establishing rights to concurrent use. 

The sinister suggestion has been made that this provision in the law will give 
a new standing to a pirate who may come in late with the deliberate intention of 
finding some area in which the user of the mark has not penetrated, either because 
the user of the mark is in an early stage of his growth or because the imperfections 
of any distribution system are likely to leave gaps in the distribution pattern, and 
the pirate may there establish rights to concurrent use which will entitle him to reg- 


1 Commissioner Ooms met with the Lawyers’ Advisory Committee of the United States 
Trade-Mark Association on October 1 in New York City. 
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istration and place him in a position to impose a substantial toll upon the true owner 
of the mark. I think you need not be alarmed about that possibility. The statute 
provides for concurrent registration only “‘as a result of .. . concurrent lawful use” 
of the mark. You may be assured that any scheme contrived to harass a trade-mark 
owner will find no protection in this law. 

Another distinctive feature of the Lanham Act is the provision for the registra- 
tion of service marks upon a separate register. While ordinarily these marks are 
thought to be the marks used by the operator of a service establishment such as a 
laundry or a hotel, the definition of the term service mark is so broad in the statute 
that it apparently includes the identifying devices of radio commentators, actors, 
advertising writers, airplane operators, and many similar and even dissimilar enter- 
prisers. The statute apparently not only recognizes in the category of service marks 
such devices as may be represented by what we call the graphic arts, but “distinctive 
features of radio or other advertising.’ I somewhat tremble when I think of what 
we shall do when somebody attempts to register the distinctive cackle of a radio 
comedian under this provision of the law. In all seriousness, it apparently can be 
done. (I recognize it is somewhat a hazard to make a suggestion of that kind to 
the ingenious minds gathered here, as I am sure it will be reflected in some novel 
problems of registration under the Act. If that, however, is the result and the busi- 
ness community finds an opportunity within this Act for expansion of our services 
in the Patent Office, we shall be only quick to respond.) 

The Lanham Act has relaxed the technical requirements with respect to the types 
of marks that are registrable. The prohibition against registering a mark which 
consists “merely in the name of an individual, firm, corporation . . . . not written, 
printed, impressed, or woven in some particular or distinctive manner” has been 
relaxed to prohibit only the registration of a mark which “is primarily merely a sur- 
name.” The prohibition against registration of “merely a geographical name or 
term” has been modified to prohibit the registration of marks which are “primarily 
geographically descriptive or deceptively misdescriptive” of the goods. Whatever 
we have done in the past I think we would now be permitted to register as a trade- 
mark some such name as “Canadian Ace.” 

The prohibition against registering a mark “descriptive of the goods” is changed 
to a prohibition of marks “merely descriptive or deceptively misdescriptive” of the 
goods, an alteration so fine that there may be little perceptible difference in the ap- 
plication of the law. 

One innovation of the law that is quite promising is the provision that marks 
which could not be registered under the old law and may not be initially on the 
principal register under the new law may upon “proof of substantially exclusive 
and continuous use thereof” for 5 years become registrable in the discretion of the 
Commissioner of Patents. This will not only permit the legitimization of some 
marks that have become quite valuable but will also insure that the register is more 
complete than it has ever been in the past. 

While under the old law it was possible to register “a collective mark,” the Lan- 
ham Act provides not only for the registration of collective marks but also of certifi- 
cation marks. Thus, an institution which devises a process for treatment of a fabric, 
for example, may permit the users of its process who meet the standards required 
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for certification to employ a common certification mark owned by the owner of the 
process. 

There are a number of other minor details of the law which are of interest but 
I would like to pass on to the features which are apparently of most importance. 

The provision in the Act for acquiring incontestability after five (5) years of 
undisputed use is probably the most prominent single feature of the new law. It 
will, in effect, place a trade-mark in an impregnable position after five years of its 
use without contest and practically require that any disputants assert their claims 
against the mark in the first five years after it has been registered or republished 
under the Lanham Act. This is an extremely progressive innovation in the law. It 
will enable the company to proceed upon its merchandising program with every as- 
surance that it will not forever remain an object of attack by others who may have 
in good faith and in a very limited way used the mark in some obscure market with- 
out knowledge by either of the users that another was in the field. 

Before the expiration of the five years which is required for the approval of in- 
contestability, the mark may be attacked by cancellation proceedings in the Patent 
Office. While, personally, I believe that under the modern conditions of communica- 
tion five years is too long a period, I think we shall be able to see after a few years 
of experience under the statute whether that is true and if it appears that business 
will be better served by a shorter period, efforts can be undertaken to amend the 
law. 

Even after the expiration of the incontestability period of five years the mark 
is still subject to attack on very limited grounds: The first of these grounds is that 
the mark has in fact become the “common descriptive name of an article upon which 
the patent has expired.” There is a ready means of protection against this possibility 
of attack on any mark. All that is required is that the patent owner, when he places 
his trade-mark upon the article, does not attempt to make that trade-mark the name 
of the article. You are all familiar with the cellophane case under which the term 
“cellophane” was given the function by its owner of serving as the name of the 
product rather than the identifying symbol by which its source was identified. The 
disaster which overtook that mark is one that could readily have been avoided had 
the manufacturer used in addition to the word “‘cellophane” some simple descriptive 
name of the product, such as transparent tissue, or transparent film. 

I realize I tread upon rather delicate ground when I undertake in this meeting 
to discuss problems of merchandising. The phase of merchandising upon which I 
shall touch for a moment is, however, so closely entwined in this entire problem 
that you will doubtless indulge me a moment on it. There is an almost insoluble 
conflict recurring in every enterprise between the law of trade-marks and the prin- 
ciples of merchandising. The merchandiser would like to have his trade-name be- 
come the name by which the public calls for the product. Unfortunately, for those 
who must think only of the merchandising aspects, the law has frowned upon this 
device, and the law has practically said that when a trade-mark becomes such a uni- 
versal handle for the merchandise and destroys any discrimination as to its source 
that it becomes the only name upon the product, it loses its standing as a trade-mark 
and will no longer be protected as one. The trade-mark lawyer must therefore in- 
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sist that with the trade-mark there is always used some descriptive name of the 
product so that the danger of the identity of the merchandise merely as a com- 
modity is not lost in the trade-mark. The solution again is a simple one—of using 
some descriptive term for the commodity in association with the trade-mark at all 
times. 

The results of this practice have never been catastrophic in any enterprise which 
I have had the opportunity to observe. After all, the customer who uses your trade- 
mark merely because he confuses it as the name of a product is not the man on 
whom you have spent your advertising appropriations. Your entire address is to 
the discriminating buyer. The only purpose of your trade-mark is to enable the 
purchaser to identify the best source of the product and not merely as the device 
for reordering the commodity regardless of its source. 

The other ground upon which the normal trade-mark can be cancelled at any 
time is the ground that it has become abandoned. The statute is very explicit in 
defining an abandonment as discontinuance of use with intent not to resume and 
also, any course of conduct of the trade-mark owner which causes the mark to lose 
its significance as an indication of origin. With respect to the discontinuance of 
use, the problem is clear. Any registrant who discontinues the use of a trade-mark 
with the intent never to resume its use can hardly be regarded as a proper claimant 
for continued ownership of the mark. The other phase of the definition regarding 
the mark’s losing its significance as an indication of origin poses the same problem 
that is posed with respect to marks becoming descriptive of a patented article upon 
which the patent has expired. The protection again is a simple one of using the 
trade-mark as a trade-mark and not attempting to make of it a generic name of the 
commodity. 

While the grounds of cancellation I have just discussed are first set forth in the 
Lanham Act as statutory provisions, they were in the law by a process of decision 
for many years. Unfortunately, the doctrines which are now expressed in the Act 
were frequently ignored. Some criticism has been made of the statute because it 
expressly includes these provisions. In my opinion their inclusion in the statute 
gives clarity to the doctrine which has been announced and greatly diminishes the 
possibility of anybody innocently losing a trade-mark upon any of these grounds. 

The Lanham Act also provides that certification marks may be cancelled at any 
time on the several grounds that, first, the registrant does not actually control or 
use the mark as a certification mark, or, second, that the registrant produces or 
markets the goods to which the certification mark is applied, or, third, permits the 
use of the mark in some other way than as a certification mark, or fourth, discrimi- 
nates between those who maintain the standards which warrant the use of the 
certification mark. 

With respect to these several grounds of cancellation which have been discussed, 
the Lanham Act provides that the Federal Trade Commission may institute the 
cancellation proceedings in the Patent Office. This is an innovation in the law. I 
am confident that the opportunities for invoking this provision by the Federal Trade 
Commission will be few and infrequent, and I am also confident that we shall work 
out with the Federal Trade Commission a procedure which will fully carry out the 
spirit of this provision of the law. I have no fear that any legitimate user of a 
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mark will suffer any irritation or harassment on this score. I am confident that the 
principles expressed in the Act for intervention by the Federal Trade Commission 
are so clearly set forth and so well established in the law that there will be little op- 
portunity for dispute as to the propriety of its application. 

There are a large number of other provisions in the Lanham Act which govern 
the remedies and the foreign aspects of the trade-mark problem upon which a great 
deal will be written and published within the coming year. I need not presume upon 
your indulgence with amplifying those technical details at this time. I would like, 
briefly, to summarize what our program is with respect to the law and to invite all 
of you to suggest to us anything we can do further under the law to discharge our 
responsibility to the business community under this Act. 

We are immediately at work with the lawyers who have been most active in this 
field and will work with them through the next six months on devising under- 
standable and simple rules for operation under this statute and very simple forms 
for the registration and reporting for which the statute provides. As rapidly as 
these rules are proposed to us we shall disseminate them for further discussion to 
be sure that every responsible and interested person may express himself upon the 
suitability of these rules. Long before the Act becomes effective we shall, in the 
Patent Office, prepare and distribute circulars of information which will make it 
abundantly clear to everybody interested what steps must be taken under the new 
law and when they must be taken so that the greatest possible advantage afforded 
by the law may be secured under it. We shall see that the trade papers are furnished 
with full information as rapidly as we collect it with respect to performance under 
the law so that no one need have any doubt when the law becomes effective as to 
what can be done to secure its benefits. 

Now what do we want you to do? We want you, as I have previously said, to 
make any suggestions that you believe pertinent for our rules and forms. We want 
you to be critical of the rules we propose in order that nothing be left in them to 
irritate or confuse the situation after the law becomes effective. That is your ob- 
ligation to the Patent Office. 

You have a larger obligation to the business community and to the people who 
form it and who are both its patrons and its beneficiaries. You can quiet forever 
the fears of those who think that trade-marks lend themselves to abuse, to carteliza- 
tion, to illogal schemes of monopoly. There are still those who believe that the Lan- 
ham Act has in itself possibilities of danger in strengthening trade-marks. I am not 
one of those. I do not believe that any trade-mark legitimately used ever presents a 
danger, on the contrary, it serves a function almost as old as history. It assures 
the remote customer who in our complex society never meets the manufacturer and 
does business with him only through a long chain of intermediates that the manu- 
facturer has placed his seal and signature upon those goods offering his responsibility 
and assurance that they are good and invite further patronage, and submitting him- 
self to the judgment of the customer and the execution that only the disappointed 
customer can enforce. I need not belabor you with any statements as to the place 
of trade-marks in our modern economy. 

I only ask you: Has it ever occurred to you that the living standard of the 
peoples of the world is almost measured by the number of the trade-marks which 
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appear before them? In barren parts of the world where the need is for the simple 
and elementary requirements of life, the struggle is always to procure those and 
the discrimination as to their quality is almost directly proportional to their abund- 
dance. As a people produces more and its wants expand and the goods offered to 
meet those wants become more numerous, the factor of discrimination becomes in- 
creasingly important. Then the urgency for identifying the source first expresses 
itself. As the standard of living rises, the opportunity for discrimination increases 
and trade-marks become important as a simple device by which the buyer who has 
once exercised his discrimination as to the best source of a commodity may there- 
after execute his judgment merely by repeating the trade-mark in reordering the 
goods. Then, only in an enriched society does advertising of brand names become 
important. As each mark is established in its field, the competitor who would enter 
that field assumes a new burden of not only invoking the customer to purchase the 
commodity bearing his brand name but of weaning that customer away from some 
other possible source of the same goods. The competition that follows assures 
that each producer makes certain that the goods which bear the brand name will meet 
the promise that the advertiser has held out for it. The advertiser and producer are 
thus in turn the custodian of the brand name, each insuring that the promise of the 
advertising is faithfully kept and that the endorsement carried by the brand name 
is honestly fulfilled. 

There is even a larger significance to the brand name than appears in the dis- 
cussion of the problem as a problem of either trade-mark law or merchandising. 
In a way the merchandise available in a community is a mark of its standard of 
living. In recent years American brand-names have gone out into far away and 
remote places, many of them into lands where they never went before. Most of 
the merchandise has been good merchandise. The trade-marks that these commodi- 
ties have borne have unmistakably identified not only individual makers as their 
source but the United States of America as the source of these individual items and 
the great variety of goods which they represented. These goods appeared not only 
in great variety but in generous quantities and the quality of each article has left its 
mark wherever it has gone. Good merchandise bearing honorable brand names have 
thus gone out to tell the world that this is a land where these things are good and 
to be had in abundance, and that they are produced in a land where people are free 
and bent upon peace, and that only such a people can devote themselves to the pro- 
duction of a good and rich life. 


NEW LAW CASTS ITS SHADOW 


THE NEW TRADE-MARK LAW CASTS ITS SHADOW 
(The LaTouraine Case) 


By Walter J. Derenberg 


On August 7, 1946, a majority of the Circuit Court of Appeals, Second Circuit, 
held that the user of the registered trade-mark “LaTouraine” for coffee, tea, and 
related products, was entitled to relief against a small competitor selling coffee and 
tea in a limited area within the State of New York under the name “Lorraine.” 
While not expressly finding a “secondary meaning” of the name “LaTouraine” in 
defendant’s limited area, the court emphasized that plaintiff had attained a position 
of eminence in the industry through a broad and varied advertising program. It 
also found that the word “LaTouraine,” although at one time in the past indicative 
of a certain geographical area in France, had today no accepted geographical mean- 
ing and consequently should be considered a valid trade-mark as applied by the 
plaintiff to coffee, tea, and similar goods." 

This decision would perhaps not merit any unusual attention by trade-mark 
owners and the legal profession if it were not for the fact that a majority of the 
court was not satisfied with justifying its finding of validity of the name “La- 
Touraine” on the basis of the now prevailing Act of 1905 but for the first time— 
and in a rather unprecedented fashion—resorts to the more liberal policy of the 
new Lanham Trade-Mark Act of 1946 as an additional and particularly persuasive 
justification for its decision. In other words, the court, although fully aware, of 
course, that the new law will not become effective before July 5, 1947, took the 
position that certain basic principles as codified in the new law are in effect only a 
recognition and restatement of the law as properly understood and applied today. 
Under section 2 of the Act of 1946, a geographical designation may be registered on 
the principal register unless it is “primarily merely geographical’ when “applied 
to the goods of the applicant.’”” This new provision liberalizes the language of the 
Act of 1905 in two important respects: (1) not every merely geographical designa- 
tion will be excluded from registration, but the geographical meaning must be in 
addition, the primary meaning of the name; (2) even in that case registration may 
still be permitted unless such primary geographical meaning is found in connection 
with the application and use of the name on the registrant’s merchandise. Few 
people would likely differ with the finding of the majority that even under the 
standards of the present Act of 1905 a name which once had a geograpical signifi- 
cance in a foreign country, but has no such meaning today, may be appropriated as 
a trade-mark. But it would probably be even more difficult to find anyone to doubt 
the validity of the mark ‘“‘LaTouraine” for coffee under the just quoted more liberal 
provisions of the new act. Notwithstanding the doubt expressed in Judge Jerome 
Frank’s opinion, even with regard to the new law, would require a flight of fancy 
to look upon the word “LaTouraine” on coffee as a “primarily merely geographical” 
designation. 


1 LaTouraine Coffee Co., Inc. v. Lorraine Coffee Company, Inc., and Eric Eben (C. C. A. 2, 
1946). For the full text of the opinion, see Part IT. 
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The majority fortifies its finding of validity of the mark by emphasizing that 
in recent years our courts have granted protection to geographical terms when used 
in an arbitrary or capricious sense, even when such words have not been registered, 
as long as they have attained trade-mark significance or, technically speaking, a 
“secondary meaning” and that the new statute merely brings the registration statute 
in harmony with the common law. “This judicial construction’”—the majority 
observes—‘‘has received legislative approbation” (in the Act of July 5, 1946). And 
later on in the opinion the following noteworthy language appears: 


“Be that as it may, Congress has shown its continued interest in trade-mark protection 
by the comprehensive new codification of trade-mark law embodied in the Trade-Mark Act 
of July 5, 1946, which not merely amplified the Act of 1905, but gave to this property right 
a legislative standing it had not had before. ... We should hesitate to go against so clearly 
expressed a legislative intent for only some remote fears of our own of social disaster to 
result from grant of the statutory protection.” (emphasis supplied) 


Thus, the new law “casts its shadow” before it becomes effective next year. It is 
safe to predict that (the dissenting judge notwithstanding ) the policy and philosophy 
of the new law may again be invoked by our courts prior to the effective date of the 
Act wherever they are considered but a reflection of existing judicial trends. It 
may be observed in passing that even if the majority would have considered the 
registration of the mark “LaTouraine” invalid under the Act of 1905, it was still 
prepared to grant plaintiff relief on the basis of the secondary meaning which the 
name had acquired. Their finding that plaintiff had used the mark for coffee since 
1906 and had attained a position of eminence in the entire industry by selling some 
50,000,000 pounds of coffee alone each year, would certainly seem to be a sufficient 
basis for granting relief against using a deceptively similar name by a competitor 
even though no specific finding of a secondary meaning in the defendant’s limited 
territory is established. 

Judge Jerome Frank in a strong dissenting opinion not only challenges the ma- 
jority opinion on the ground that it had not clearly established a secondary meaning 
in the defendant’s area, but is outspoken in his criticism of the majority opin- 
ion’s reference to the principles of the new Act of July 5, 1946. “The striking 
fact”—Judge Frank says: 


“is that this new statute, by its express terms—see §46(a)—has no legal effect until July, 
1947. Maybe—although I incline to doubt it—Congress could have made retroactive 
the substantive aspects of this legislation. Since, however, Congress purposely refrained 
from doing so, I think a court exceeds its powers in thus applying it. I see no warrant 
for holding that defendants’ rights are governed by this new Act, especially as § 46(a) 
provides that it “shall not affect any suit, proceeding or appeal .. . . pending.” 


He warns against the practice of creating a precedent based “on a not yet effective 
statute.” “I cannot comprehend how we have the right to regard that new legislative 
intent when Congress, in the plaintiff's words, told us not to concern ourselves with 
it for another year.” 

It will be interesting to await the United States Supreme Court’s decision with 
regard to the standards of statutory interpretation reflected in the majority opin- 
ion, if the defendant should decide to carry the case to our highest court. 
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In the meantime, other situations will undoubtedly arise in which the standards 
of the new Act, even though not yet effective, will be quoted and resorted to where- 
ever applicable, as a guide for more liberal interpretation of our present law. 


Note: The defendants filed a petition for writ of certiorari in the United States Supreme 
Court on September 23, 1946 (Docket No. 527). 


BOOK REVIEW 


TRADE Practice Rutes, September 1, 1935 to July 30, 1945. Government Print- 
ing Office (1946). Price 75c. 


The Federal Trade Commission has just published for the first time a com- 
plete survey of all trade practice rules presently in effect among the various trades 
and industries. The significance of these rules extends, of course, far beyond the 
immediate industries for which they have been adopted. Looked upon as a whole 
and as brought together in this volume, they constitute a unique guide for manu- 
facturers, wholesalers and retailers alike. It will be gathered from this work that 
the use of false designations of origin, the abuse of trade-mark and trade-name 
rights, disparagement of a competitor, and many other modes of unfair competition 
are clearly and unequivocably branded as such in almost all codes hitherto adopted. 

As in the past, all practice rules are divided into two classes: . The practices 
embraced in Group I are considered unfair trade practices which will be enjoined 
by the Federal Trade Commission by appropriate proceedings in the public interest. 
The rules embraced in Group II do not have a like effect but are considered “to 
be conducive to sound business methods.” Non-observance of these rules does 
not constitute a violation of law per se as do violations of rules mentioned in the 
various Groups I. The volume reprints altogether 64 different fair trade practice 
rules. It may be obtained from the Government Printing Office for 75c and is 
not directly available from the Federal Trade Commission itself. 

—W. Jj. D. 


TRADE SLOGAN 


We publish below trade slogans received and entered in the records of the 
Association in order to place on record the owner’s claim thereto: 


“Table Grade” The Miami Margarine Company 
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WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the May and June, 1941, March, April, and May, 1942 and the June, 


1943 Reporter, delivered in condition for binding; for two copies of the 


1940 Index, 50 cents each. 


Copies of the Master Index, vols. I and II and vols. 28-30, any condition. 


Address: 


UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirtH AVENUE, 
New York 18, N. Y. 
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Dream Hospital... 


make it come true 


The hospital depicted here exists only in the hearts of men and women who are losing 
the grim battle with cancer. And in the imagination of other men and women who want 
desperately to provide a haven for these victims in need of hope and care to sustain them in 
the few months or years still remaining to them. 


What do we need to build this hospital? YOU. Every dollar or penny you can scrape 
together for it. Whether or not you know the cancer tragedy from bitter personal experience. .. 
the tragedy of whole families, endlessly frustrated in their determination to care for a doomed 
member... give as generously as you can. Please fill out the coupon below and mail with your 


contribution. It will build HOPE INSTITUTE... planned as the first model hospital for the 


care of advanced cancer patients, 


THE NATIONAL CANCER FOUNDATION 
GRIFFIN BUILDING 
85 FRANKLIN STREET * NEW YORK 13, N. Y. 


NAME 


ADDRESS 


Make checks payable to Abbott Kimball, 
Treasurer of the National Cancer Foundation, 


THE NATIONAL CANCER FOUNDATION 


AFFILIATED WITH 
SPONSORS OF GOVERNMENT ACTION AGAINST CANCER 
THE NATIONAL FOUNDATION FOR THE CARE OF ADVANCED CANCER PATIENTS 





